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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 10-22-2009 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) |EI Claim(s) 1,3,5,7,9,11-22 and 25-30 is/are pending in the application. 

4a) Of the above claim(s) 5,7,9,11-18,21 and 22 is/are withdrawn from consideration. 

5) ^ Claim(s) 30 is/are allowed. 

6) ^ Claim(s) 1 and 3 is/are rejected. 

7) [3 Claim(s) 19.20 and 25-29 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1) D Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 
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DETAILED ACTION 

1. Claims 1, 3, 5, 7, 9, 1 1-22 and 25-30 are pending in the instant application. Claims 5, 7, 
9, 1 1-18, 21 and 22 remain withdrawn. 

Terminal Disclaimer 

2. The terminal disclaimer filed on October 7, 2008 disclaiming the terminal portion of any 
patent granted on this application which would extend beyond the expiration date of US Appl. 
12/078,662 has been reviewed and is accepted. The terminal disclaimer has been recorded. 
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Response to Amendment 

3. The amendments to the claims filed on October 7, 2008 have been fully considered. The 
objection to claim 1 (Section 5, office action dated July 7, 2008) has been obviated and is thus 
hereby withdrawn . The obviousness-type double patenting rejection is obviated and is thus 
hereby withdrawn . 



4. The following grounds of rejection are maintained: 35 USC 112 1 st paragraph, 35 USC 
1 12 2 nd paragraph. Below are responses to Applicant's remarks. 

" The appficama wxM life* to tamy %m the *»* 

symbol, v*hen placed befofe the 'HH X and "NR" groups, is meant to Meat© swo chemical 
feond&s Fof example, ">NH" is to be ancerstootJ that the nitrogen ac-ndes to $ hydrogan may 

* ' iVt <^*\ cherwal bcrsds, lypsesliy with too othe-r atoms. » 

The response is noted, however, Applicant's explanation is not commonly known in the 
art. Furthermore, the meaning of the symbol is not provided in the originally filed 
disclosure. 

- J 'i ? 1 1 i"< >- p* t ;a £ d 1 - i * i > i i <. i 

T T j , 1 * l1 f 3 t ! > f > 1 nil 'll .SAO 'I rfMf 

the elected compound but several oiher eempewds. in adflttiors, the reactions and 
procedures u e s ,h >-' i e vot« ntha pa H at * e kn ? to these ski tee in the 
0? Accord ing e jfofd -i'i i , * i a I - ho»vu- p-a-Jicethe 

claimed ?t ' and it the af< i • submit j th si the claims, as perwteg, a»e m fuii 
compliance mm 35 U.S.C § 1 12. first end second paragraph " 
Applicant's response is noted, however, it is not found to be persuasive. The core 
structure of the claimed compounds is widely variable depending on the definition of the 
noted variables. The disclosure of species does not commensurate in scope with the 
claimed genus. Furthermore, the predictability in Applicant's field of endeavor is low. 
Based on these factors, it is maintained that claims do not comply with the requirements 
of 35 USC 112 1st paragraph. Applicant is also respectfully referred to MPEP 
2163.II.A.3.(a).ii., excerpts below: 
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ii) F.)? *-<it_h v huii ib,i'U! lit t g-mr 

The written description requirement for a claimed 
genu ^ r i t- ' i i i -it 1— cnp on 
iii rep save number of species by actus! redac- 
tion to practice see * sbc ei reductioi rc draw- 
ings (see i)(B), above), «c by disclosure of relevant, 
identifying characteristics, i.e.. struclure or other 
physical mdi'm e I perns by fiaictonsl 
cha 3 tei tr i uple itli n ?m closed cor- 
relation between function and structure, or by a com- 
1 i iahon oi &u h den if ins it < t n i uffictent 
so show the applicant was is possession of the 
claimed gemss (see i)(C). above). See Eh Liiiy, 



fhe specie vhich Lire 1 i ei i ed are repre 
seata&ve of rite entire genus. Thus, when there is sub- 
stantial variation within the genus, one must describe 
a sufficient variety of species to reflect die variation 
within the genus. The disclosure of only one species 
ei ii] r l n i rj le pk- 1- i I s 
claim directed to that genus only if the disclosure 
"indicates that die patentee has invented species, suffi- 
cient to ..in :,-ute " e gen" ] -ee E v< 5 ~~ 1 
323 F3d at 966. 63 USPQ24 at 1615: A^%v £*fer- 
mm, 355 F.3d 1343, 1350, 63 USPQ2d 1S0S, 1514 
tFed Cir 2004) (Fed Ca 2 041 [A] patentee of a 
bioteclmobgical invention cannot necessarily cksm a 
genu after only dr < l 1 no a hmite 1 number of spe- 
cies because there may be unpredictability in the 
ft uh I'taiue om specie the thai hi >sr pec:h- 
j ui i v! i \ jivuve nut 'r u-d 



to h -ve mvenred pecic sufficient :c ;n at; he 
genu ay.y:iU - n_ i < - ngle j n 



p- l. !r-i rii u lis ii ill c 



119 1 Jd at 1568, 43 US?Q2d at 1406.. 






Conclusion 



5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SUN JAE Y. LOEWE whose telephone number is (571)272- 
9074. The examiner can normally be reached on M-F 7:30-5:00 Est. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph McKane can be reached on (571)272-0699. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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